REMARKS 



Claims 17-71 were pending. 

Claims 47-71 are withdrawn. 

Claims 17-46 are rejected. 

Claim 20 is cancelled. 

Claims 17, 28, 34, 39 and 40 are amended. 

Withdrawn claims 47, 58, 64 and 65 have also been amended. 

Claims 72 and 73 are new. 

Claims 17-46 and 72-73 are now pending. 

Amended Specification 

Tables 1.2,3 and 5 are amended to correct self-evident errors. 

Table 1 heading "Bendtsen air pentr." has been deleted and replaced with "Bendtsen porosity". A 
person skilled in the art knows that Bendtsen air penetration is normally expressed as Bendtsen 
porosity in units of ml/min (porosity is expressed in ml of air/minute). See US 5,647,898, example 4. 

Table 2 should read TPS air permeance" rather than TPS air penetration". This phrasing is more 
conventional in the art. 

Table 3 heading "Curley Porosity" has been corrected to read "Gurley Porosity" and the units added in 
seconds (s). Gurley Porosity is a well known TAPPI test method (T-460 om-96 ) with units in seconds. 
Upon searching the USPTO website it is clear that Curley Porosity is a self-evident spelling error as 
there are no issued patents with the term Curley Porosity while the term Gurley Porosity is common 
(at least 155 hits). 

The missing units for Cobbeo of g/m^ and CobbUngerio units of g/m^have been amended. Support for 
these amendments can be found in Table 1 heading for Cobbeo- CobbUngerio is well known in the art 
to be measured in units of g/m^. See sample 1 in US 6,001,490, column 6. 

No new matter has been added. 



10/628,481 



- 14 - PR/3-231 34/A/RAI 34/CONT/DIV 



Amended Claims 

Claim 17 has been amended to incorporate tlie furtfier limitation of claim 20. Claim 20 has been 
cancelled as it no longer limits claim 17. Claims 28, 34, 39 and 40 have been amended to correct 
spelling and punctuation errors. 

Withdrawn claim 47 has also been amended to confomri to the limitation added in claim 17. Claims 58, 
64 and 65 have been amended to correct spelling and punctuation errors. 

Claims 72 and 73 are new and supported by the disclosure on page 4, first paragraph and the 
examples, specifically Tables 1, 2 and 3. 

No new matter has been added. 

Election of Group I, claims 17-46 

Applicant reconfirm the election of Group I, claims 17-46. However, should the elected Group I be 
allowed, the Applicants will request that the withdrawn Group II be rejoined for the following reason. 
Although Group I and Group II belong to different statutory classes - claims 17-47 drawn to a method 
of making a size composition and claims 47-71 drawn to a size composition, the essential elements of 
the surface sizing in all the claims is the same. Specifically a pre-mixed pigment fraction with a binder 
is required which is combined with a water-soluble sizing fraction. 

As both the method for making sizing and the sizing composition both require these common 
elements (a pre-mixed pigment fraction which is combined with a water-soluble sizing fraction), no 
additional search should be required. Thus the rejoining of the claims 47-71 to 17-46 will most 
effectively conserve the resources of the Assignee and USPTO. 

Priority Claim 

A priority claim was made on January 28, 2003 in the parent (serial No. 10/038,769). A certified copy 
of the priority document (Finland 991590, filed July 9, 1999) was submitted on the same day. 
Acknowledgment of receipt of the certified copy is located in the parent and was mailed by the Office 
on April 29, 2003. 
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The Applicants are enclosing copies of the following documents (Name change of assignee and 
reassignment) along with a Revocation and Power of Attorney for the present case. 

Name Change of Assignee 

The original assignee of record is Raisio Chemicals LTD. The recordation was made in the parent 
10/038,769 on February 8, 2002 , Reel/Frame 012563/0859 . 

The Applicant encloses an Extract from the National Board of Patents and Registration showing the 
change from Raisio Chemicals Oy and Raisio Chemicals Ltd. (as Oy means LTD in Finnish) to 
Ciba Specialty Chemicals Oy. See page 5 of the National Board of Patents and Registration under 
History of Business Name. 

Reassignment and Recordation Papers 

The Applicants enclose a copy of the reassignment for the present application from Ciba Specialty 
Chemicals Oy to Ciba Specialty Chemicals Corporation. See appendix A of the Assignment Paper 
listing the present application. 

The recordation papers show a reassignment from Raisio Chemicals Ltd to Ciba Specialty Chemicals 
Corporation. 

Revocation/Appointment of Power of Attorney 

Please associate this application with the new Customer number 000324. All future correspondence 
should be directed : Ciba Specialty Chemicals Corporation. Patent Department, 540 White Plains 
Road, P.O. Box 2005, Tarrytown, NY 10591-9005 and appointed attorneys or agents. 

35 use 103(a) 

Claims 17-44 are rejected under 35 USC 103(a) as being unpatentable over Aho et al, WO 98/54410. 

Claim 45 is rejected under 35 USC 103(a) as being unpatentatlbe over Aho. WO 98/54410 as applied 
to claim 17 and further in view of Ninikoski, US 6.753,377. 

Claim 46 is rejected under 35 USC 103(a) as being unpatentable over Aho as applied to claim 17 and 
further in view of Hormi, EP 918,104. 
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Each of the above rejections requires the reference Aho. WO 98/54410. 

Claim 17 has been amended to more particularly point out the invention. Claim 17 now requires the 
presence of a premixed pigment fraction with a binder, wherein the binder is a svnthetic polvmer 
and/or a latex (1) and a size fraction comprised of a water-soluble principal component. 

Examiner rejection on November 3, 2003 (page 3, item 5) allege that Aho's board comprises at least 
one polymer-based coating being formed from a polymer dispersion of talc. Modified starches, 
polylactides and other biopolymers as well as styrene butadiene, styrene acrylates and carboxymethyl 
cellulose are suitable polymers. 

Aho, however, makes no suggestion to combine talc with a binder wherein the binder is a "synthetic 
polymer and/or latex" and a sizing fraction comprised of a water-soluble principal component. As Aho 
makes no suggestion to combine both elements (talc with synthetic polymer and/or latex and sizing 
fraction), and 103(a) requires the presence or suggestion of all elements, the 103(a) rejection is 
improper. 

The Applicants therefore respectfully request the withdrawal of Aho as a reference against claims 17- 
46. 

Neither Niinikoski nor Hormi cure the deficiencies of Aho as discussed above. Neither of these 
secondary references suggests or discloses the present invention - that is a method of surface sizing 
of paper comprising the steps of forming a pigment fraction by premixing a mineral material with a 
binder of synthetic polymer and/or latex and a size fraction comprised of a water-soluble principal 
component. Thus the combined teachings of Niinikoski or Hormi with Aho does not result in the 
present invention. Thus these rejections are also improper and the Applicants request withdrawal. 

Since there are no other grounds of objection or rejection, passage of this application to issue with 
claims 17-46 and 72-73 is earnestly solicited. 
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Applicants submit that the present application is in condition for allowance. In the event that minor 
amendments will further prosecution, Applicants request that the examiner contact the undersigned 
representative. 

Respectfully submitted, 





Ciba Specialty Chemicals Corporation Shiela A. Loggins 

540 White Plains Road Agent for Applicants 

Tarrytown, New York 10591 Reg. No. 56.221 
(914) 785-2768 

SAL\21934.doc 

Enclosures: Request for Continuation, Amendment, copy of name change, copy of Reassignment, 
copy of Recordation Papers and Revocation/Power of Attorney. 
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